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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 1 1/4/08 
has been entered. 



Response to Arguments 

Applicant's arguments, see Remarks, filed 1 1/4/08, with respect to the rejection 
of claim 42 under 35 U.S.C 112, first paragraph have been fully considered and are 
persuasive. The rejection of claim 42 under 35 U.S.C 112, first paragraph has been 
withdrawn. 

Applicant's arguments, see Remarks, filed 1 1/4/08, with respect to the 
rejection(s) of claim(s) 1-18 and 43-45 under 35 U.S.C. 103(a) have been fully 
considered and are persuasive. Therefore, the rejection has been withdrawn. 
However, upon further consideration, a new ground(s) of rejection is made in view of 
U.S. Pre-Grant Publication No. 2003/0165697. 

Applicant's arguments, see Remarks, filed 1 1/4/08, with respect to the restriction 
by original presentation of claims 30-39 and 46-50 have been fully considered and are 
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persuasive. The restriction by original presentation of claims 30-39 and 46-50 has been 
withdrawn. 

The remainder of applicant's arguments filed 1 1/4/08 have been fully considered 
but they are not persuasive. 

In response to applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections 
are based on combinations of references. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 
1986). 

Regarding the declaration filed 1 1/4/08, said declaration does not provide 
comparative evidence to show that the prior art of record as applied in the grounds of 
rejection will not have the same properties as the instantly claimed invention. Until such 
time that clear evidence is provided showing that the prior art of record as applied in the 
grounds of rejection does not have the same structure as the instantly claimed invention 
the rejections will be maintained. 

The amended and newly added claims will be addressed in the grounds of 
rejection below. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claim 51 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 51 recites that the variable z is greater than 0.5. Although 0.5 falls within 
the range as set forth in claim 1 , reciting that z is greater than 0.5 makes the range in 
claim 51 broader than the original range because now z can be any number greater 
than 0.5 up to infinity. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-18, 30-41 and 43-56 are rejected under 35 U.S.C. 102(a/e) as being 
anticipated by U.S. Pre-Grant Publication No. 2003/0165697 hereinafter Saitoh. 

Saitoh teaches a nanostructured layer 1 13 of a silicon-germanium alloy of 
formula Si ( i- z) Ge z (where 0<z<1) that has a thickness of 1 .0 nm or less, which inherently 



requires particle diameters that are less than those recited in claims 4-6, wherein the 
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layer is supported by a substrate 112, that is conductive, said layer is contiguous and 
continuous and a conductive diluent is present (figure 3, paragraphs [0014], [0017] and 
[0037]-[0045]). It is noted that the preamble limitation "an electrode for a secondary 
electrochemical cell" is not given patentable weight because there is no structure in the 
body of the claims that provides any positive recitation for said preamble and therefore 
the body of the claim reads on a layer of nano-strucutered material regardless of its 
application or intended use. It is further noted that claims 2, 11, 12, 33, 35, 39, 40, 49 
and 50, further limit optional structure in the respective parent claims and therefore 
since one of the two optional structures has been found in the prior art Saitoh reads on 
the claims as recited. The Examiner notes because the instantly claimed invention has 
been found in the prior art, it reads on the intended use and the properties recited in 
claims 13-15. 

Claims 41 , 42, 46-50, 52-62 are rejected under 35 U.S.C. 1 02(b) as being 
anticipated by WO 01/96847 hereinafter Zhou. 

Zhou teaches an electrode for a secondary electrochemical cell comprising a 
nanostructured germanium layer or an alkali metal alloy layer, such as a lithium metal 
alloy containing Germanium with a conductive diluent, wherein the nanostructured 
material can be nanoparticles having a diameter between 1-50 nanometers or a 
nanofilm that is coated onto a current collector and a binder is present (see pages 3-8). 
It is noted that claims 56 and 62, further limit optional structure in the respective parent 
claims and therefore since one of the two optional structures has been found in the prior 
art Zhou reads on the claims as recited. 
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Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 42, 46-50, 57-59, 61 and 62 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent No. 4,346,152 hereinafter Sammels in view of WO 
01/96847 hereinafter Zhou. 

Sammels teaches an electrode for a secondary electrochemical cell comprising a 
contiguous/continuous lithium-germanium-silicon alloy having the formula Li a Ge b Si c 
wherein 0<a>4.4, 0.02<b>0.05 and c=1 (column 3, line 55 - column 4, line 53). 

Sammels does not teach an alloy that is nanostructured. 

Zhou as discussed above is incorporated herein. 

At the time of the invention it would have been obvious to one having ordinary 
skill in the art to optimize the alloy structure size of Sammels as taught by Zhou in order 
to provide a secondary electrochemical cell electrode having a high capacity, increased 
cyclability and that has improved stability thus increasing the overall life of the 
secondary electrochemical cell and also since it has been held that discovering an 
optimum value of a result effective variable involves only routine skill in the art, in the 
absence of unexpected results. In re Boesch, 617 E.2d 272, 205 USPQ 215 (CCPA 
1980). 

The Examiner further notes that claims 42 and 61 are product-by-process claims. 
"Product-by-process claims are not limited to the manipulations of the recited steps, 
only the structure implied by the steps". See MPEP § 21 13. Therefore because all of 
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the structure recited in claims 42 and 61 are present in the Sammels as modified by 
Zhou, claims 42 and 61 are included in the above 103(a) rejection. 

Claims 30-40 and 60 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Sammels in view of Zhou as applied above, and further in view of U.S. Pre-Grant 
Publication No. 2004/0106741 hereinafter Kriesel. 

Sammels as modified by Zhou does not teach the specific thickness of the 
nanofilm, but does teach that the size of the particles used in the film, which when used 
as a coating such as in Zhou would form a very thin nanofilm. 

Kriesel teaches that the thickness of nanofilms can be formed in a range of 1-30 
nanometers (paragraphs [0018] and [0191]). 

At the time of the invention it would have been obvious to one having ordinary 
skill in the art to optimize the thickness of the nanofilm of Sammels as modified by Zhou 
in a range of 1-30 nanometers as taught by Kriesel in order to provide an electrode that 
has an increased capacity without increasing the overall size of the secondary 
electrochemical cell that the electrode will be used in and also since it has been held 
that discovering an optimum value of a result effective variable involves only routine skill 
in the art, in the absence of unexpected results. In re Boesch, 617 E.2d 272, 205 
USPQ 215 (CCPA 1980). 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ROBERT HODGE whose telephone number is 
(571)272-2097. The examiner can normally be reached on 8:00am - 4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached on (571) 272-1292. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/R. H./ 

Examiner, Art Unit 1795 
/PATRICK RYAN/ 

Supervisory Patent Examiner, Art Unit 1795 



